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Qpi nion by Walters, Adm nistrative Tradenmark Judge:

Mat his Instrunents Ltd. has filed an application to
regi ster the mark TC PROBE for an “electronic instrunment for
testing and neasuring thermal properties of materi al
conprised of a circuitry unit, a sensor unit, and rel ated

1

software sold as a unit.” In response to the first office

! Serial No. 75/872,488, in International Class 9, filed Decenber 16
1999, based on use of the nark in comrerce, alleging first use and use
in conmerce as of Decenber 23, 1996. The application included a claim
of priority, under Section 44(d) of the Trademark Act, based on a
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action, applicant entered a disclainmer of “probe” apart from
the mark as a whol e.

The trademark exam ning attorney has issued a final
refusal to register, under Section 2(e)(1l) of the Trademark
Act, 15 U.S.C. 1052(e)(1l), on the ground that applicant’s
mark is nmerely descriptive of its goods.

Appl i cant has appeal ed. Both applicant and the
exam ning attorney have filed briefs, but an oral hearing
was not requested. W reverse the refusal to register.

The exam ning attorney contends that TCis a conmonly
recogni zed acronym for “thermal conductivity”; that “probe”
nerely identifies the particular testing equi pnent, as
evi denced by applicant’s disclainer thereof; and that TC
PROBE nerely describes the nature of a probe used to neasure
thermal conductivity.

The exam ning attorney submtted a page, dated May 4,

2000, froman Internet web site, ww. acronynfinder.com that

states there are 68 definitions for “TC' and show ng one of
the definitions to be “Thermal Conductivity.” W take
judicial notice of the definition fromvolunme 1 of the
Acronyms, Initialisms & Abbreviations Dictionary (22" ed.,

1997), which lists “Thermal Conductivity” as a definition of

Canadi an application filed on Novenber 17, 1999. However, in
applicant’s response of Septenber 25, 2000, applicant deleted the
priority claim
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“TC’ along with nunmerous other unrel ated definitions of
[1] TC. ”
The exam ning attorney points to applicant’s product
fact sheet, entitled TC Probe™ Thermal Conductivity
I nstrunment, which was submtted by applicant and incl udes
the foll om ng statenents:
The TC Probe™ Thermal Conductivity Instrunent is
designed to neasure thermal conductivities of
solid materials in the range of 0.001 to 10.0 Wm
K.
The TC ProbeTMcaIcuIates.{he val ue of thermal
conductivity (k) given known val ues of heat
capacity ...and density ..
Al so, the exam ning attorney submtted an excerpt about

this product fromapplicant’s Internet web site,

www. mat hi s. unb. ca/tcprobe, dated Decenber 4, 2000, which

i ncludes the follow ng statenent:
The TC Probe™ neasures in a non-destructive
manner, the thermal conductivity and other thernmal
properties of materials such as foam insulation,
pol yners, ceramcs, glass, silicone and natural
fibers. “TC' stands for thermal conductivity, a
thermal property desired by those | ooking at
thermal properties and heat transfer. (enphasis
in original.)
Appl i cant expressly does not dispute that the term*“TC as
it is used in the mark neans “thermal conductivity.”
However, applicant argues that “TC’ is not a common
abbreviation for thermal conductivity; that in the rel evant

field of science, the conmmpbn abbreviation for the term

thermal conductivity is the Geek letter kappa (k) or the
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G eek letter lanbda (A); that these abbreviations (kK and A)

are “generally recogni zable to the average purchaser of
applicant’s goods”; and that the evidence does not support
the exam ning attorney’ s position, especially in view of the
nurrer ous definitions submtted for “TC. "2

In support of its position, applicant submtted e-mails

fromfour scientists in the relevant field regarding the

» 3

accepted abbreviations for “thermal conductivity. These

e-mails were in response to a request fromapplicant’s
presi dent that states the following, in part:

W are in the process of obtaining a trademark
registration for “TC Probe.” The trademark office
has stated that “TC’ is a commonly used
abbreviation of thermal conductivity. W are
appeal ing this.

What | amin need of is:

1 -—areply tothis e-mail saying that k and

| anbda are the only nonenclature ternms you have
seen for thermal conductivity (if there are

ot hers, include them but it would be news to ne).

The responses include the foll ow ng statenents:

“lI know of no usage of the term*“TC as related to
thermal conductivity in any literature or
standards with which I have been invol ved or
reviewed.” [John Mumaw, Chair of the American

St andards and Test Methods (ASTM Cl6 Subcommittee
whi ch standardi zes thermal conductivity nethods. ]

2Inits brief, applicant requests that, should it lose its appeal, the
application be renmanded to assert a claimof acquired distinctiveness.
Rai sing the possibility of a Section 2(f) claimafter appeal is untinely
and will not be considered. Further, once an appeal is concluded, the
Board has no jurisdiction to entertain such a request.

3 This evidence was subnitted with applicant’s request for

reconsi deration. W are disappointed that the exam ning attorney
responded to this evidence with what appears to be a formrejection
wi t hout addressing the nmerits of the evidence submtted.
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“The notation TC is never used in nmathemati cal
texts ... | amseeing quite a nunber of

manuscri pts every year as a referee on thermnal
transport properties for five or six international
...journals and TC is not used as a general
notation for thermal conductivity in any witten

text.” [Silas Gustafsson, inventor and
di stributor of thermal conductivity equi pnent from
Sweden. ]

“For thermal conductivity, we typically use either
k, K or |anbda as nonencl ature apart fromthe
phrase ‘thermal conductivity.” As far as | know,
this is never abbreviated in any way...” [WIfried
Ronbaut s, Board nmenber of the Vacuum I nsul ation
Soci ety and enpl oyee of Huntsman pol yuret hanes, a
wor |l d supplier of insulation, of which thermnal
conductivity (R factor) is the major property.]

“I have seen k, the Geek letter |anbda, the Geek

| etter kappa (lower case) and the capital K used

as the nonmenclature terns used to represent

thermal conductivity. | have never seen TC used

as an abbreviation of thermal conductivity except

in cases where the authors were ignorant of the

subject matter to which they were referring.”

[ Keith Koci ba, editor of the proceedings of the

North American Thermal Anal ysis Society (NATAS)

and an enpl oyee of Lubri zol.]

The test for determ ning whether a mark is nerely
descriptive is whether it inmmediately conveys information
concerning a quality, characteristic, function, ingredient,
attribute or feature of the product or service in connection
with which it is used, or intended to be used. In re
Engi neering Systenms Corp., 2 USPQRd 1075 (TTAB 1986); In re
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979). It is not
necessary, in order to find a mark nerely descriptive, that
the mark descri be each feature of the goods or services,

only that it describe a single, significant quality,
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feature, etc. In re Venture Lending Associ ates, 226 USPQ
285 (TTAB 1985). Further, it is well-established that the
determ nation of nere descriptiveness nust be made not in
the abstract or on the basis of guesswork, but in relation
to the goods or services for which registration is sought,
the context in which the mark is used, and the inpact that
it islikely to nake on the average purchaser of such goods
or services. In re Recovery, 196 USPQ 830 (TTAB 1977).

Further, with respect to abbreviations, we refer to the
follow ng statenment of the predecessor court of our primary
reviewi ng court in Modern Optics, Incorporated v. The Univis
Lens Conpany, 110 USPQ 293, 295 (CCPA 1956) [In an
opposi tion brought on the ground of descriptiveness, the
court found insufficient evidence that “CV,” an abbreviation
for “continuous vision,” was nerely descriptive, regardl ess
of whether or not “continuous vision” was nerely
descriptive]:

[I]t is not necessary to determ ne whether those

words [“continuous vision”] are nmerely descriptive

of trifocal |enses, since appellee is not seeking

regi stration of those words, but a mark whose

dom nant feature is the letters “CV.” The letters

“CV’ are, of course, the initial letters of the

words “continuous vision,” and it is possible for

initial letters to becone so associated with

descriptive words as to becone descriptive

thensel ves. [citations omtted.] It does not

foll ow, however, that all initials of conbinations

of descriptive words are ipso facto unregistrable.

Wi | e each case nmust be decided on the basis of

the particular facts involved, it would seemthat,

as a general rule, initials cannot be consi dered
descriptive unless they have becone so generally
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under st ood as representing descriptive words as to
be accepted as substantially synonynous therewth.

See al so Racine Industries Inc. v. Bane-Cl ene Corp., 35
USPQ2d 1832, 1838 (TTAB 1994); and Intel Corporation v.
Radi ati on I ncorporated, 184 USPQ 54, 56 (TTAB 1974).

In the case before us, there is no question that the
term“thermal conductivity” is generic for a property of
materials. Applicant readily admts that inits mark, “TC
stands for “thermal conductivity.” But, as the above-cited
cases denonstrate, this is not enough. The question is
whet her the evidence establishes that the initials “TC' are
“accepted as substantially synonynous” with “thermnal
conductivity.” Applicant’s product information is neutral
on this issue. W find that the dictionary excerpts
submtted by the exam ning attorney, indicating that, anong
nuner ous other possibilities, “TC stands for “thernal
conductivity” are insufficient to establish that “TC is
“accepted as substantially synonynous” with “thermnal
conductivity. This is particularly true in view of the e-
mails fromscientists indicating that “TC’ is not used in

the technical witing and discussion in this field.?

“ While these e-mails are in response to a direct request from applicant
for the statenents nmade therein, we have taken the scientists statenments
as accurately reflecting their know edge and, thus, acceptable to raise
doubts as to the significance of the dictionary definitions as indicia
of a wi despread use of “TC’' as an abbreviation for “thernal
conductivity.”
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In view thereof, we cannot conclude that TC PROBE is
nerely descriptive of the goods identified in this
application.

Decision: The refusal under Section 2(e)(1) of the Act

is reversed.



